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DETAILED ACTION 
Specification 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1 - 20 are rejected under 35 U.S.C. 112, first paragraph, as falling to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Regarding claims 1 and 16, the Applicant 
recites a "version" of the "second storing unit." Does this refer to the version of the 
software used to process the stored data, the hardware, or updated content? 
Regarding claims 1 - 20, these claims refer to storing "information about predetermined 
storage medium." Typically, a storage medium defines the material (or type) of storage, 
e.g., CD, magnetic tape, hard disk, ROM, etc. However, while very confusing, it 
appears from Applicant's specification, that "information about storage medium" 
actually refers to information stored on the medium. These two interpretations are very 
different. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1 - 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Regarding claim 1 , it is not understood as to what is 
meant by "a first storage unit operable to store music information to music data 
[Emphasis added]. In the §103 rejection that follows, the Examiner interprets this to be 
"music information on music data." Or should it be "information and music data"? While 
these nuances may appear trivial, the Examiner maintains these differences to be 
extremely significant. Clarification is required. As stated supra, it cannot be understood 
as to what is meant by "plurality of storage media." Typically this would mean more 
than one type of media (e.g., hard disk and CD). However, while very confusing, it 
appears that the Applicant is intending to mean, e.g., plural CDs. This claim (lines 7 
and 8) also states that individual songs are stored in the first storing unit, but in the 
previous limitation (lines 4 and 5) the second storing unit stores individual songs. 
Furthermore, it appears that (line 3) only music information (not music data, i.e., song 
data) is stored in the first storing means. This limitation (lines 6-9) refers to the 
second storing unit as having "information about the storage medium" when the 
previous limitation (lines 4-5) refers only to information about individual songs on a 
storage medium. Again, while this distinction may appear trivial, it ultimately will define 
the examination process. Does the second storage unit store information about 
individual sonas or about ttie storage medium itself? Or both? Also in claim 1 , it is not 
understood as to what is meant by "the version of [the] second storing unit." As stated 
supra, this could be interpreted several ways. The Examiner, as best as can be 
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interpreted from the specification, is interpreting "version" to be data (i.e., music 
information about individual songs stored in the second storing unit. It should also be 
noted, that the Examiner is interpreting "music information" as metadata (i.e., song title, 
artist, album, etc.) and music data as the actual audio data (e.g., MP3, WAV data, etc.). 
Finally, as best as can be understood, the final clause of claim 1 (lines 14-16) appears 
to be stating that processing takes place "if the music information... stored in said third 
storing unit is stored in said second storing unit." As written, it is virtually impossible for 
the Examiner to tell which types of data (information vs. data) is to be stored in which 
storing unit and when that data is processed. For the purposes of the rejection which 
follows, the Examiner is interpreting the claim limitations as merely employing storage 
units to add information to data when storage contents are updated. Regarding claims 
8, 16, and 18, as stated supra, the Applicant refers to "plurality of storage media" and 
"infomiation about storage medium" - typically, "media" refers to the type of storage 
device (CD, magnetic tape, hard disk, etc.). However, the Examiner believes the 
Applicant intends to recite the data content rather than the media itself. Clarification is 
required. Regarding claims 16 and 18, the phrase "without adding the music 
information or with adding substituting music information" is confusing. Perhaps written 
"without adding the music information or with substituting music information" would be 
clearer. In claim 18, the Applicant claims "first, second and third control units" - the 
Applicant is requested to confirm that this is not a typographical error (should this be 
"first, second and third storage units"?). Regarding claims 3 and 10, as best as the 
Examiner can understand, does the Applicant mean to claim "if the music information is 
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not stored in said second storing unit"? The Examiner understands the purpose of 
Applicant's invention to be adding and/or substituting data (from the Internet) if it is not 
stored locally. But claim 3, recites without adding music information if the information is 
not stored in storing unit. This is interpreted as "if the data is not local, don't add it." 
Yet, the crux of the invention appears to be "if the data is not local, add it." This is very 
confusing. Applicant's claim 9 appears to corroborate the Examiner's assertion. 
Clarification is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 - 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones et al. (6,304,523). Regarding claims 1 , 8, 16, and 18, Jones et al. disclose the 
use of a first storage unit for storing music information (i.e., metadata) and music data 
(i.e., a CD which stores TOC and digital audio data), a second storing unit for storing 
data on individual songs (18, col. 6, lines 30 - 33), and a control unit (14) for 
determining if information on a individual song is stored and obtaining the information 
from an external database (via the Internet) if the data is not stored (col. 5, lines 60 - 
64). Jones does not disclose the use of a third storing unit. However, Jones performs 
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the same function (i.e., to obtain and update data if it is not stored locally) as that of the 
Applicant. Therefore, the Examiner maintains that Applicant's use of a third storing unit 
is functionally equivalent to that of Jones. In other words, Jones provides the same 
process without the need for a redundant storing unit. It would have been obvious to 
one of ordinary skill to provide Jones with a third storing unit. The motivation for making 
this modification would be to offer more processing options (which Applicant is silent as 
to any advantage as to procession options). Specifically regarding claim 8, the "music 
information obtaining unit" is shown as elements 22 and 13. Regarding claim 2, the 
Examiner maintains that the music information is displayed while the song is playing, 
this is a result of being added and stored together (or functionally equivalent thereof). 
Regarding claims 3 and 10, as best as can be understood, Jones discloses adding data 
if it is not found locally. Regarding claims 4 and 12, Official Notice is taken that 
encoding of CDs is notoriously well-known, i.e., converting WAV files MP3 is standard 
CD ripping technology. Regarding claims 5 and 13, this claim refers to "partitioning" 
which is a well-known technique for segmenting a hard disk into plural storing units. 
Regarding claims 6 and 14, Jones discloses a CD with TOC data (col. 3, lines 33 - 40). 
Regarding claims 7 and 15, Jones discloses the use of title and track information (col. 5, 
lines 29 and 30). Official Notice is hereby taken that "album name, artist name and title 
of the songs" are known in the art as metadata, and it is extremely well-known provide 
these attributes to a media player. Regarding claims 9, 1 1 , 17, and 19, Jones discloses 
adding data to storing unit with information found from the Internet if the data is not 
found locally (col. 5, second paragraph; col. 6, see the paragraph beginning at line 26). 
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As stated supra, Jones does not explicitly define all storing features and units as 
claimed by the Applicant. However, as best as can be understood by the Examiner, it 
appears that Jones is capable of storing and obtaining music information pertaining to 
music data. The Examiner maintains that Jones is functionally equivalent to the 
Applicant's invention since Jones performs the same function. 

Allowable Subject Matter 

It is difficult for the Examiner to clearly understand the claim language and therefore the 
indication of any allowable limitations should be regarded as merely provisional. 
However, if the Applicant is actually "substituting" data or "adding" data depending on 
contents of locally stored data, this may be allowable (i.e., if these limitations can be 
written clearly and cogently). Also, if by "version" the Applicant is referring to software 
version updates, then claims 1 and 8 may be allowable. Again, clearly written language 
is necessary. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The document to Csicsatka (2003/0158737) discloses Applicant's 
invention. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to David S. Warren whose telephone number is 571- 
272-2076. The examiner can normally be reached on M-F, 9:30 A.M. to 6:30 P.M.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paula Bradley can be reached on 571-272-2001 ext 33. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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